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DETAILED ACTION 

1 . Claims 1 , 3-5, 8-25, 47, 49-51 , 54-61 , and 73-87 pending. 
Claims 2, 6-7, 48, and 52-53 canceled. 

Claims 26-46 and 62-72 withdrawn. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1 , 3-5, 8-25, 47, 49-51 , 54-61 , and 
73-87 have been considered but are moot in view of the new ground(s) of rejection. 

As per Applicants arguments that Mathur fails to disclose that the user action 
history includes actions performed on a plurality of articles, Examiner respectfully 
disagrees. Examiner asserts that although the example given indicates that the users is 
browsing only one web page, it is possible for a user to view multiple web pages 
simultaneously using one web browser. As such, the user action history may include 
actions performed on a plurality of documents, (e.g. the user accesses of multiple 
documents.) 

As per Applicants arguments that Mathur fails to disclose the user action history 
includes timestamp information for the user actions, Examiner concedes that Mathur 
does not disclose this limitation. However, Examiner has identified the newly introduced 
reference Of Brandli et al. (U.S. Patent Number 5701469 and referred to hereinafter as Brandli) 

which discloses timestamping in indexes used to create contextually accurate search 
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results. As such, the disclosure of Brandli will be added to the rejection to disclose the 
newly added limitations. 

In light of the above arguments, the rejection has been updated to reflect the 
amendments made to the claims and maintained. 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1 , 3-5, 8,11,1 6-24, 47, 49-51 , 54, 57, 73-77 and, 83-87 rejected under 
35 U.S.C. 103(a) as being unpatentable over Tripp in view of Mathur and further in view 
of Brandli. 

As per Claims 1 and 47, Tripp discloses a method comprising: generating a user 
context-dependent search query (i.e. "At present, a typical user will use the "Find" utility within 
Windows to search for information on his personal computer or desktop, and a browser to search the 
internet. As local storage for personal computers increases, the Find utility takes too long to retrieve the 
desired information, and then a separate browser must be used to perform Internet searches. The 
AltaVista. RTM. program is named AltaVista.RTM. Discovery, and generates a local index of files on a 
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user's personal computer much like the central index. The program then provides integrated searching 
of the local index along with conventional Internet searches using the central index of the AltaVista. RTM. 
search engine." The preceding text excerpt clearly indicates that because the user input the query, the 
query is user context-dependant.) (Column 3, Lines 21-38); responsive to identifying an aspect 
associated with an article (i.e. "At present, a typical user will use the "Find" utility within Windows to 
search for information on his personal computer or desktop, and a browser to search the internet. As 
local storage for personal computers increases, the Find utility takes too long to retrieve the desired 
information, and then a separate browser must be used to perform Internet searches. The 
AltaVista. RTM. program is named AltaVista. RTM. Discovery, and generates a local index of files on a 
user's personal computer much like the central index. The program then provides integrated searching 
of the local index along with conventional Internet searches using the central index of the AltaVista. RTM. 
search engine." The preceding text excerpt clearly indicates that before the search is performed, an 
aspect associated with an article (e.g. file) must be indicated. Note that an aspect may be any 
information associate with the file, and that the invention, as claimed, does not indicate any automation 
or computer involvement in identifying the aspect, thus a user searching for known files on the users 
computer meets the limitation.) (Column 3, Lines 21-38); generating an insert based, at least in 
part, on the aspect, wherein the insert comprises a search result (i.e. "Discovery, and 
generates a local index of files on a user's personal computer much like the central index. The program 
then provides integrated searching of the local index along with conventional Internet searches using the 
central index of the AltaVista. RTM. search engine." The preceding text excerpt clearly indicates that 
searching is provided, e.g. an insert in the form of a search result is created.) (Column 3, Lines 32-38) 

associated with the aspect and generated responsive, at least in part, to searching an 
article index using the user-context dependant search query (i.e. "Discovery, and generates 
a local index of files on a user's personal computer much like the central index. The program then 
provides integrated searching of the local index along with conventional Internet searches using the 
central index of the AltaVista. RTM search engine. " The preceding text excerpt along with the above 
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disclosure clearly indicates that generating the insert (e.g. search result) associated with the aspect 
comprises searching an article/file index using the previously generated user-context dependant search 
query.) (Column 3, Lines 32-38). 

Tripp fails to disclose causing the insert to be output in association with the 
aspect and the user context-dependent search query is based, at least in part, on a 
user action history comprising a plurality of user actions were performed on a plurality 
of articles. 

Mathur discloses causing the insert to be output in association with the aspect 
(i.e. " Some search engines also perform searches implicitly without receiving specific user input based 
on the contents of documents (e.g., web pages) viewed by the user. These search engines use the 
contents of the document being browsed/viewed by the user as a search query which is communicated 
from the user computer to the search engine server. Based on the contents of the document being 
viewed by the user and based upon index information used by the search engine, the search engine 
identifies documents of interest to the user. Information related to the documents identified by the 
search engine is then communicated to the user system. The information may then be presented to the 
user via a pop-up screen which appears on an output device of the user's computer system. For 
example, in a Web environment, a window may appear on the user's display device listing URLs 
corresponding to documents identified by the search engine to be of interest to the user based on the 
contents of the documents presently viewed by the user. " The preceding text excerpt clearly indicates 
that the insert (e.g. search result) is displayed in relation to the aspect of the article which it pertains to 
(e.g. the keywords used to form the implicit query).) (Page 1) and the user context-dependent 
search query is based, at least in part, on a user action history comprising a plurality of 
user actions associated with a plurality Of articles (i.e. "Some search engines also perform 
searches implicitly without receiving specific user input based on the contents of documents (e.g., web 
pages) viewed by the user. These search engines use the contents of the document being 
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browsed/viewed by the user as a search query which is communicated from the user computer to the 
search engine server. Based on the contents of the document being viewed by the user and based 
upon index information used by the search engine, the search engine identifies documents of interest to 
the user. Information related to the documents identified by the search engine is then communicated to 
the user system. The information may then be presented to the user via a pop-up screen which appears 
on an output device of the user's computer system. For example, in a Web environment, a window may 
appear on the user's display device listing URLs corresponding to documents identified by the search 
engine to be of interest to the user based on the contents of the documents presently viewed by the 
user. " The preceding text excerpt clearly indicates that the user context-dependant search query will be 
based on a user action history based on user interactions with a plurality of browsed documents.) (Page 
1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include causing the insert to be output in 
association with the aspect and causing the insert to be output in association with the 
aspect comprises causing the display of at least part of the insert in a window separate 
from the article with the motivation of identifying and accessing documents of interest 
to the user (Mathur, Abstract). 

Tripp and Mathur fail to disclose that the user action history includes a plurality of 
dates upon which the user actions were performed. 

Brandli discloses that the user action history includes a plurality of dates upon 

which the user actions were performed (i.e. "Consider, for example, document 321 and document 
323, which both contain the term "A. " Node 307 in the directory structure 304 contains an entry for the 
indexing term "A. " This entry points to leaf structure 309, which contains references to two documents 
labeled "1 " and "3. " In the particular implementation shown, the leaf structures 309-312 point to a 
centralized list of documents for the entire content-index (object list 303) to avoid storing large or 
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redundant amounts of information in the leaf structures themselves. Thus, the references to a document 
"1 " and a document "3 " in the leaf structure 309 indicate which documents in the object list 303 contain 
the indexing term. Specifically, leaf structure 309 indicates that the document referred to by the first entry 
315 in object list 303 contains indexing term "A" and that the document referred to by the third entry 317 
in object list 303 also contains the indexing term "A. " The object list 303 also contains additional 
information regarding each object (document) that is indexed by the inverted list 302. As shown, object 
list 303 contains in each entry the name of the object, the location of the object, and a timestamp 
indicating the last time the object was updated. By examining the referred to entries in object list 303, the 
names and locations of the documents containing the indexing term "A" can be retrieved. Thus, the first 
entry 315 refers to the document "doc1.txt" 321 and the third entry 317 refers to the document "doc5.xls, " 
both of which contain the term "A."" The preceding text excerpt clearly indicates that the user action 
history may include timestamps representing when user actions were performed on the plurality of 
documents.) (Figure 3; Column 6, Lines 49-67; Column 7, Lines 1-8). 

It would have been obvious to one skilled in the art at the time of Applicants 
invention to modify the teachings of Tripp and Mathur with the teachings of Brandli to 
include that the user action history includes a plurality of dates upon which the user 
actions were performed with the motivation of generating accurate search results using 
a content-index (Brandli, Abstract). 

As per Claims 3 and 49, Tripp discloses the article index comprises an index of 
articles available on the World Wide Web (i.e. "Discovery, and generates a local index of files on 
a user's personal computer much like the central index. The program then provides integrated searching 
of the local index along with conventional Internet searches using the central index of the AltaVista. RTM. 
search engine. " The preceding text excerpt clearly indicates that file index may include files/article 
available on the world wide web.) (Column 3, Lines 32-38). 
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As per Claims 4 and 50, Tripp discloses the article index comprises a local article 
index (i.e. "Discovery, and generates a local index of files on a user's personal computer much like the 
central index. The program then provides integrated searching of the local index along with conventional 
Internet searches using the central index of the AltaVista.RTM. search engine. " The preceding text 
excerpt clearly indicates that the article/file index may be an index of local articles/files.) (Column 3, Lines 
32-38). 

As per Claims 5 and 51 , Tripp discloses the local article index comprises a 
messaging index (i.e. "The indexer handles different data types including Office'97 documents, 
various types of e-mail messages such as Eudora, Netscape, text and PDF files, and various mail and 
document formats. "The preceding text excerpt clearly indicates the article index may include email 
messages (e.g. a messaging index).) (Column 3, Lines 49-53). 

As per Claims 8 and 54, Tripp fails to disclose the search result comprises at 
least one of an article identifier, a thumbnail, a text snippet, a Uniform Resource 
Locator, and a path 

Mathur discloses the search result comprises at least one of an article identifier, 
a thumbnail, a text snippet, a Uniform Resource Locator, and a path (i.e. "Some search 

engines also perform searches implicitly without receiving specific user input based on the contents of 
documents (e.g., web pages) viewed by the user. These search engines use the contents of the 
document being browsed/viewed by the user as a search query which is communicated from the user 
computer to the search engine server. Based on the contents of the document being viewed by the user 
and based upon index information used by the search engine, the search engine identifies documents of 
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interest to the user. Information related to the documents identified by the search engine is then 
communicated to the user system. The information may then be presented to the user via a pop-up 
screen which appears on an output device of the user's computer system. For example, in a Web 
environment, a window may appear on the user's display device listing URLs corresponding to 
documents identified by the search engine to be of interest to the user based on the contents of the 
documents presently viewed by the user. " The preceding text excerpt clearly indicates that the search 
result may comprise a text snippet, URL, or path (e.g. link).) (Page 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include causing the insert to be output in 
association with the aspect comprises causing the display of at least part of the insert in 
a window separate from the article with the motivation of identifying and accessing 
documents of interest to the user (Mathur, Abstract). 

As per Claims 1 1 and 57, Tripp Fails to disclose causing the insert to be output in 
association with the aspect comprises causing the display of at least part of the insert in 
a window separate from the article. 

Mathur discloses causing the insert to be output in association with the aspect 
comprises causing the display of at least part of the insert in a window separate from 

the article (i.e. " Some search engines also perform searches implicitly without receiving specific user 
input based on the contents of documents (e.g., web pages) viewed by the user. These search engines 
use the contents of the document being browsed/viewed by the user as a search query which is 
communicated from the user computer to the search engine server. Based on the contents of the 
document being viewed by the user and based upon index information used by the search engine, the 
search engine identifies documents of interest to the user. Information related to the documents identified 
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by the search engine is then communicated to the user system. The information may then be presented 
to the user via a pop-up screen which appears on an output device of the user's computer system. For 
example, in a Web environment, a window may appear on the user's display device listing URLs 
corresponding to documents identified by the search engine to be of interest to the user based on the 
contents of the documents presently viewed by the user. " The preceding text excerpt clearly indicates 
that the search result appears in a browser window separate from the article.) (Page 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include causing the insert to be output in 
association with the aspect comprises causing the display of at least part of the insert in 
a window separate from the article with the motivation of identifying and accessing 
documents of interest to the user (Mathur, Abstract). 

As per Claim 16, Tripp discloses the aspect comprises a hyperlink (i.e. "At present, 

a typical user will use the "Find" utility within Windows to search for information on his personal computer 
or desktop, and a browser to search the internet. As local storage for personal computers increases, the 
Find utility takes too long to retrieve the desired information, and then a separate browser must be used 
to perform Internet searches. The AltaVista. RTM. program is named AltaVista. RTM. Discovery, and 
generates a local index of files on a user's personal computer much like the central index. The program 
then provides integrated searching of the local index along with conventional Internet searches using the 
central index of the AltaVista. RTM. search engine. " The preceding text excerpt clearly indicates that, 
because the user can search for any aspect of a document/file/article they wish, a hyperlink in a 
document may comprise the identified aspect.) (Column 3, Lines 21-38). 

As per Claim 17, Tripp discloses the aspect comprises a title (i.e. "At present, a 
typical user will use the "Find" utility within Windows to search for information on his personal computer or 
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desktop, and a browser to search the internet. As local storage for personal computers increases, the 
Find utility takes too long to retrieve the desired information, and then a separate browser must be used 
to perform Internet searches. The AltaVista.RTM. program is named AltaVista. RTM. Discovery, and 
generates a local index of files on a user's personal computer much like the central index. The program 
then provides integrated searching of the local index along with conventional Internet searches using the 
central index of the AltaVista.RTM. search engine. " The preceding text excerpt clearly indicates that, 
because the user can search for any aspect of a document/file/article they wish, a title of/in a document 
may comprise the identified aspect.) (Column 3, Lines 21-38). 

As per Claim 18, Tripp discloses the aspect comprises an image (i.e. "At present, a 
typical user will use the "Find" utility within Windows to search for information on his personal computer or 
desktop, and a browser to search the internet. As local storage for personal computers increases, the 
Find utility takes too long to retrieve the desired information, and then a separate browser must be used 
to perform Internet searches. The AltaVista.RTM. program is named AltaVista.RTM. Discovery, and 
generates a local index of files on a user's personal computer much like the central index. The program 
then provides integrated searching of the local index along with conventional Internet searches using the 
central index of the AltaVista.RTM. search engine. " The preceding text excerpt clearly indicates that, 
because the user can search for any aspect of a document/file/article they wish, an image in a document 
may comprise the identified aspect.) (Column 3, Lines 21-38). 

As per Claim 19, Tripp discloses the aspect comprises a menu item (i.e. "At 
present, a typical user will use the "Find" utility within Windows to search for information on his personal 
computer or desktop, and a browser to search the internet. As local storage for personal computers 
increases, the Find utility takes too long to retrieve the desired information, and then a separate browser 
must be used to perform Internet searches. The AltaVista.RTM. program is named AltaVista.RTM. 
Discovery, and generates a local index of files on a user's personal computer much like the central index. 
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The program then provides integrated searching of the local index along with conventional Internet 
searches using the central index of the AltaVista. RTM. search engine. " The preceding text excerpt 
clearly indicates that, because the user can search for any aspect of a document/file/article they wish, a 
menu item in a document may comprise the identified aspect.) (Column 3, Lines 21-38). 

As per Claim 20, Tripp discloses the aspect comprises an input field (i.e. "At 
present, a typical user will use the "Find" utility within Windows to search for information on his personal 
computer or desktop, and a browser to search the internet. As local storage for personal computers 
increases, the Find utility takes too long to retrieve the desired information, and then a separate browser 
must be used to perform Internet searches. The AltaVista. RTM. program is named AltaVista. RTM. 
Discovery, and generates a local index of files on a user's personal computer much like the central index. 
The program then provides integrated searching of the local index along with conventional Internet 
searches using the central index of the AltaVista. RTM. search engine." The preceding text excerpt 
clearly indicates that, because the user can search for any aspect of a document/file/article they wish, an 
input field in a document may comprise the identified aspect.) (Column 3, Lines 21-38). 

As per Claim 21 , Tripp discloses the article comprises a web page (i.e. "The indexer 
handles different data types including Office'97 documents, various types of e-mail messages such as 
Eudora, Netscape, text and PDF files, and various mail and document formats." The preceding text 
excerpt clearly indicates the article may comprise a HTML document/web page/Netscape file.) (Column 3, 
Lines 49-53). 

As per Claim 22, Tripp discloses the article comprises a text document (i.e. "The 
indexer handles different data types including Office'97 documents, various types of e-mail messages 
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such as Eudora, Netscape, text and PDF files, and various mail and document formats." The preceding 
text excerpt clearly indicates the article may comprise a text/Office document.) (Column 3, Lines 49-53). 

As per Claims 23, Tripp discloses the article comprises an email message (i.e. 

"The indexer handles different data types including Office'97 documents, various types of e-mail 
messages such as Eudora, Netscape, text and PDF files, and various mail and document formats." The 
preceding text excerpt clearly indicates the article may comprise an email message/Eudora file.) (Column 
3, Lines 49-53). 

As per Claims 24, Tripp discloses the article comprises an instant messenger 
message (i.e. "The indexer handles different data types including Office'97 documents, various types of 
e-mail messages such as Eudora, Netscape, text and PDF files, and various mail and document formats." 
The preceding text excerpt clearly indicates the article may comprise an instant messenger message (e.g. 
the instant messenger message could be in the form of a chat log (e.g. text document) or in the form of 
an email message.) (Column 3, Lines 49-53). 

As per Claims 73 and 83, Tripp fails to disclose the user-context-dependent 
search query is further based on a client application a user is executing. 

Mathur discloses the user-context-dependent search query is further based on a 
Client application a user is executing (i.e. "Some search engines also perform searches implicitly 
without receiving specific user input based on the contents of documents (e.g., web pages) viewed by the 
user. These search engines use the contents of the document being browsed/viewed by the user as a 
search query which is communicated from the user computer to the search engine server. Based on the 
contents of the document being viewed by the user and based upon index information used by the search 
engine, the search engine identifies documents of interest to the user. Information related to the 
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documents identified by the search engine is then communicated to the user system. The information 
may then be presented to the user via a pop-up screen which appears on an output device of the user's 
computer system. For example, in a Web environment, a window may appear on the user's display 
device listing URLs corresponding to documents identified by the search engine to be of interest to the 
user based on the contents of the documents presently viewed by the user." The preceding text excerpt 
clearly indicates that the context dependent search query is implicitly based on a client application the 
user is executing (e.g. the web browser used to view the page).) (Page 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include the user-context-dependent search query 
is further based on a client application a user is executing with the motivation of 
identifying and accessing documents of interest to the user (Mathur, Abstract). 

As per Claims 74 and 84, Tripp fails to disclose the user-context-dependent 
search query is further based on a file upon which a user is performing an operation. 

Mathur discloses the user-context-dependent search query is further based on a 
file upon which a user is performing an operation. 

(i.e. "Some search engines also perform searches implicitly without receiving specific user input 
based on the contents of documents (e.g., web pages) viewed by the user. These search engines use 
the contents of the document being browsed/viewed by the user as a search query which is 
communicated from the user computer to the search engine server. Based on the contents of the 
document being viewed by the user and based upon index information used by the search engine, the 
search engine identifies documents of interest to the user. Information related to the documents identified 
by the search engine is then communicated to the user system. The information may then be presented 
to the user via a pop-up screen which appears on an output device of the user's computer system. For 
example, in a Web environment, a window may appear on the user's display device listing URLs 
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corresponding to documents identified by the search engine to be of interest to the user based on the 
contents of the documents presently viewed by the user." The preceding text excerpt clearly indicates that 
the context dependent search query is based on the web page (e.g. html file) which the user is browsing 
(e.g. has performed the action of opening).) (Page 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include the user-context-dependent search query 
is further based on a file upon which a user is performing an operation with the 
motivation of identifying and accessing documents of interest to the user (Mathur, 
Abstract). 



As per Claims 75-77 and 85-87, the limitations of an action of the plurality of user 
actions is opening a file, an action of the plurality of user actions is printing a file, and an 
action of the plurality of user actions is sending an email message are considered to be 
non-functional descriptive material and are given no patentable weight as the nature of 
the user action has no effect on how the implicit search query is built, only it's subject 
matter. 

From the MPEP: 

If the difference between the prior art and the claimed invention is limited to descriptive material 
stored on or employed by a machine, Office personnel must determine whether the descriptive 
material is functional descriptive material or nonfunctional descriptive material, as described 
supra in paragraphs IV. B. 1(a) and IV. B.1(b). Functional descriptive material is a limitation in the 
claim and must be considered and addressed in assessing patentability under 35 U.S.C. 103. 
Thus, a rejection of the claim as a whole under 35 U.S.C. 103 is inappropriate unless the 
functional descriptive material would have been suggested by the prior art. In re Dembiczak, 
175 F.3d 994, 1000, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999). Nonfunctional descriptive material 
cannot render nonobvious an invention that would have otherwise been obvious. In re Ngai, 
**>367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004) (combining printed instructions 
and an old product into a kit will not render the claimed invention nonobvious even if the 
instructions detail a new use for the product).< Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401 , 404 (Fed. Cir. 1983) (when descriptive material is not functionally related to the substrate, 
the descriptive material will not distinguish the invention from the prior art in terms of 
patentability). Common situations involving nonfunctional descriptive material are: - a computer- 
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readable storage medium that differs from the prior art solely with respect to nonfunctional 
descriptive material, such as music or a literary work, encoded on the medium, - a computer that 
differs from the prior art solely with respect to nonfunctional descriptive material that cannot alter 
how the machine functions (i.e., the descriptive material does not reconfigure the computer), or - 
a process that differs from the prior art only with respect to nonfunctional descriptive material that 
cannot alter how the process steps are to be performed to achieve the utility of the invention. 
Thus, if the prior art suggests storing a song on a disk, merely choosing a particular song to store 
on the disk would be presumed to be well within the level of ordinary skill in the art at the time the 
invention was made. The difference between the prior art and the claimed invention is simply a 
rearrangement of nonfunctional descriptive material. 

3. Claims 9-1 0 and 55-56 rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Tripp in view Mathur further in view of Brandli and further in view of Musgrove (U.S. 
Pre-Grant Publication Number 2005/0065909 and referred to hereinafter as Musgrove). 

As per Claims 9 and 55, the Tripp-Mathur-Brandli invention as described above 
in relation to Claim 1 fails to disclose causing the insert to be output in association with 
the aspect comprises placing at least part of the insert into the article. 

Musgrove discloses causing the insert to be output in association with the aspect 
comprises placing at least part of the insert into the article (i.e. "The re-sorted list of products 

is provided to the display module 28 that sends the results to the client 40 for display as advertisements 
or links, or in other format as being products that the user may want to consider. " The preceding text 
excerpt clearly indicates that the insert (e.g. query result) may be inserted into the article as a link or 
advertisement.) (Page 9, Paragraph 62). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Musgrove to include causing the insert to be output in 
association with the aspect comprises placing at least part of the insert into the article 
with the motivation of associating inserts (e.g. search query results) with articles (e.g. 
documents) based on the context of the document (Musgrove, Abstract). 
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As per Claims 10 and 56, the Tripp-Mathur-Brandli invention as described above 
in relation to Claim 1 fails to disclose causing the insert to be output in association with 
the aspect comprises causing the display of at least part of the insert in a transient 
display proximate to the aspect. 

Musgrove discloses causing the insert to be output in association with the aspect 
comprises causing the display of at least part of the insert in a transient display 
proximate to the aspect (i.e. "The re-sorted list of products is provided to the display module 28 that 
sends the results to the client 40 for display as advertisements or links, or in other format as being 
products that the user may want to consider. " The preceding text excerpt clearly indicates that the insert 
(e.g. query result) may be displayed in the article as an advertisement proximate to the aspect. Note that 
it is common for advertisements to be cycled/reloaded on web pages, qualifying an advertisement as 
transient.) (Page 9, Paragraph 62). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Musgrove to include causing the insert to be output in 
association with the aspect comprises causing the display of at least part of the insert in 
a transient display proximate to the aspect with the motivation of associating inserts 
(e.g. search query results) with articles (e.g. documents) based on the context of the 

document (Musgrove, Abstract). 

4. Claims 12-15 and 58-61 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tripp in view of Mathur further in view of Brandli, as above, and in further view of 
Phelps ("All you can seek", Special Services, July 1999, Vol.7, Iss. 7, accessed on the web on 
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10/16/2006 at 

http://www.smartcomputingxom/editorial/article.asp?article=articles/archive/g0707/26g07/26g07.asp).. 

As per Claims 12 and 58, Tripp-Mathur-Brandli fails to disclose at least one of 
identifying the aspect, generating the insert, and causing the insert to be output in 
association with the aspect is based, at least in part, on a user preference. 

Mathur discloses at least one of identifying the aspect, generating the insert, and 
causing the insert to be output in association with the aspect is based, at least in part, 

on a user preference (i.e. "Discovery is a fully customizable program, so take some time to look 
through all of the different options. Once the program is fine-tuned to fit your needs, its powerful search 
features can save you all the time and clicks you would use to rake over your drives for some lost file. 
That's the kind of bargain we like the best. " The preceding text excerpt clearly indicates that generating 
the insert (e.g. producing the search result) is based on user preferences in the form of search 
preferences.) (Page 5, Paragraph 8, Page 6, Paragraph 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp-Mathur-Brandli with the teachings of Phleps to include at least one of identifying 
the aspect, generating the insert, and causing the insert to be output in association with 
the aspect is based, at least in part, on a user preference with the motivation that both 
Tripp and Phelps are describing the functionalities of the same product. 

As per Claims 13 and 59, Tripp-Mathur-Brandli fails to disclose receiving the user 
preference. 
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Phelps discloses receiving the user preference (i.e. "Discovery is a fully customizable 

program, so take some time to look through all of the different options. Once the program is fine-tuned to 
fit your needs, its powerful search features can save you all the time and clicks you would use to rake 
over your drives for some lost file. That's the kind of bargain we like the best. " The preceding text excerpt 
clearly indicates that the user may input the preferences (e.g. the preferences will be received).) (Page 5, 
Paragraph 8, Page 6, Paragraph 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp-Mathur-Brandli with the teachings of Phelps to include receiving the user 
preference with the motivation that both Tripp and Phelps are describing the 
functionalities of the same product. 

As per Claims 14 and 60, Tripp-Mathur-Brandli fails to disclose determining the 
user preference based, at least in part, on a user action history comprising a plurality of 
user actions. 

Phelps discloses determining the user preference based, at least in part, on a 
user action history comprising a plurality of user actions (i.e. "Discovery is a fully customizable 
program, so take some time to look through all of the different options. Once the program is fine-tuned to 
fit your needs, its powerful search features can save you all the time and clicks you would use to rake 
over your drives for some lost file. That's the kind of bargain we like the best." The preceding text excerpt 
clearly indicates that the user preferences are based on a user action history comprising a plurality of 
user actions (e.g. the user setting the preferences).) (Page 5, Paragraph 8, Page 6, Paragraph 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp-Mathur-Brandli with the teachings of Phelps to include determining the user 
preference based, at least in part, on a user action history comprising a plurality of user 



Application/Control Number: 10/814,052 Page 20 

Art Unit: 2165 

actions with the motivation that both Tripp and Phelps are describing the functionalities 
of the same product. 

As per Claims 1 5 and 61 , Tripp-Mathur-Brandli fails to disclose determining the 
user preference based, at least in part, on a system analysis. 

Phelps discloses determining the user preference based, at least in part, on a 

System analysis (i.e. "Discovery is a fully customizable program, so take some time to look through all 
of the different options. Once the program is fine-tuned to fit your needs, its powerful search features can 
save you all the time and clicks you would use to rake over your drives for some lost file. That's the kind 
of bargain we like the best." The preceding text excerpt clearly indicates that after the user preferences 
have been set, the preferences will be determined for searching purposes by scanning the system to 
identify which user preferences the user has selected.) (Page 5, Paragraph 8, Page 6, Paragraph 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp-Mathur-Brandli with the teachings of Phelps to include determining the user 
preference based, at least in part, on a system analysis with the motivation that both 
Tripp and Phelps are describing the functionalities of the same product. 

5. Claims 25 and 78-82 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Musgrove et al. in view of Mathur and further in view of Brandli. 

As per Claim 25, Musgrove discloses a method comprising: identifying an aspect 
associated with an article (i.e. "...determining word scores of the words in the document based on 
the frequency of the words in the document, adjusting the word scores of the words by predetermined 
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weightings corresponding to the use of each word in the document, constructing a keyword query search 
string using words having the highest word scores..." The preceding text excerpt clearly indicates that an 
aspect associated with an article (e.g. keywords in a web page) are identified.) (Page 2, Paragraph 16); 
automatically searching a local article index with a user context-dependent search query 
for a search result associated with the aspect (i.e. "...searching the product records of the 
products database to identify products satisfying the keyword query search string, assigning product 
scores to the identified products based on matches to the keyword query search string, parsing the 
product records to identify word matches in each of the product records and the document, updating the 
product score by processing the adjusted word scores corresponding to the matched word with the 
product score of the product for which word matched, and selecting products from the identified products 
that have the highest updated product scores..." The preceding text excerpt clearly indicates that a local 
article index (e.g. product database) is automatically searched with the a query associated with the 
aspect. Note that as the user requested the search be done (paragraph 26), the query is user context- 
dependant.) (Page 2, Paragraph 16); automatically generating an insert comprising the search 
result (i.e. "...searching the product records of the products database to identify products satisfying the 
keyword query search string, assigning product scores to the identified products based on matches to the 
keyword query search string, parsing the product records to identify word matches in each of the product 
records and the document, updating the product score by processing the adjusted word scores 
corresponding to the matched word with the product score of the product for which word matched, and 
selecting products from the identified products that have the highest updated product scores. . . " The 
preceding text excerpt clearly indicates that a search result (e.g. insert) is automatically generated.) 
(Page 2, Paragraph 16); placing the insert into the article such that the insert will be 
displayed near the aspect when the article is displayed (i.e. "The re-sorted list of products is 

provided to the display module 28 that sends the results to the client 40 for display as advertisements or 
links, or in other format as being products that the user may want to consider. " The preceding text 
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excerpt clearly indicates that the insert (e.g. query result) may be inserted into the article as a link or 
advertisement.) (Page 9, Paragraph 62); and causing the article to be displayed (i.e. "The re- 
sorted list of products is provided to the display module 28 that sends the results to the client 40 for 
display as advertisements or links, or in other format as being products that the user may want to 
consider." The preceding text excerpt clearly indicates that the article (e.g. web page) may be displayed.) 
(Page 9, Paragraph 62). 

Musgrove fails to disclose the user context dependent search query is based, at 
least in part, on a user action history comprising a plurality of user actions performed on 
a plurality of articles. 

Mathur discloses the user context dependent search query is based, at least in 
part, on a user action history comprising a plurality of user actions performed on a 
plurality Of articles (i.e. "Some search engines also perform searches implicitly without receiving 
specific user input based on the contents of documents (e.g., web pages) viewed by the user. These 
search engines use the contents of the document being browsed/viewed by the user as a search query 
which is communicated from the user computer to the search engine server. Based on the contents of 
the document being viewed by the user and based upon index information used by the search engine, the 
search engine identifies documents of interest to the user. Information related to the documents identified 
by the search engine is then communicated to the user system. The information may then be presented 
to the user via a pop-up screen which appears on an output device of the user's computer system. For 
example, in a Web environment, a window may appear on the user's display device listing URLs 
corresponding to documents identified by the search engine to be of interest to the user based on the 
contents of the documents presently viewed by the user. " The preceding text excerpt clearly indicates that 
the user context dependent search query (e.g. implicit query) is based on a user action history comprising 
a plurality of user action performed on a plurality of document (e.g. the history of user interaction within 
searched documents).) (Page 1). 
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It would have been obvious to one skilled in the art at the time of Applicants 
invention to modify the teachings of Musgrove with the teachings of Mathur to include 
the user context dependent search query is based, at least in part, on a user action 
history comprising a plurality of user actions performed on a plurality of articles with the 
motivation of identifying and accessing documents of interest to the user (Mathur, 
Abstract). 

Musgrove and Mathur fail to disclose that the user action history includes a 
plurality of dates upon which the user actions were performed. 

Brandli discloses that the user action history includes a plurality of dates upon 
which the user actions were performed (i.e. "Consider, for example, document 321 and document 
323, which both contain the term "A. " Node 307 in the directory structure 304 contains an entry for the 
indexing term "A. " This entry points to leaf structure 309, which contains references to two documents 
labeled "1 " and "3. " In the particular implementation shown, the leaf structures 309-312 point to a 
centralized list of documents for the entire content-index (object list 303) to avoid storing large or 
redundant amounts of information in the leaf structures themselves. Thus, the references to a document 
"1 " and a document "3 " in the leaf structure 309 indicate which documents in the object list 303 contain 
the indexing term. Specifically, leaf structure 309 indicates that the document referred to by the first entry 
315 in object list 303 contains indexing term "A" and that the document referred to by the third entry 317 
in object list 303 also contains the indexing term "A. " The object list 303 also contains additional 
information regarding each object (document) that is indexed by the inverted list 302. As shown, object 
list 303 contains in each entry the name of the object, the location of the object, and a timestamp 
indicating the last time the object was updated. By examining the referred to entries in object list 303, the 
names and locations of the documents containing the indexing term "A" can be retrieved. Thus, the first 
entry 315 refers to the document "dod.txt" 321 and the third entry 317 refers to the document "doc5.xls, " 
both of which contain the term "A."" The preceding text excerpt clearly indicates that the user action 
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history may include timestamps representing when user actions were performed on the plurality of 
documents.) (Figure 3; Column 6, Lines 49-67; Column 7, Lines 1-8). 

It would have been obvious to one skilled in the art at the time of Applicants 
invention to modify the teachings of Musgrove and Mathur with the teachings of Brandli 
to include that the user action history includes a plurality of dates upon which the user 
actions were performed with the motivation of generating accurate search results using 
a content-index (Brandli, Abstract). 

As per Claims 78, Musgrove fails to disclose the user-context-dependent search 
query is further based on a client application a user is executing. 

Mathur discloses the user-context-dependent search query is further based on a 
Client application a user is executing (i.e. "Some search engines also perform searches implicitly 
without receiving specific user input based on the contents of documents (e.g., web pages) viewed by the 
user. These search engines use the contents of the document being browsed/viewed by the user as a 
search query which is communicated from the user computer to the search engine server. Based on the 
contents of the document being viewed by the user and based upon index information used by the search 
engine, the search engine identifies documents of interest to the user. Information related to the 
documents identified by the search engine is then communicated to the user system. The information 
may then be presented to the user via a pop-up screen which appears on an output device of the user's 
computer system. For example, in a Web environment, a window may appear on the user's display 
device listing URLs corresponding to documents identified by the search engine to be of interest to the 
user based on the contents of the documents presently viewed by the user." The preceding text excerpt 
clearly indicates that the context dependent search query is implicitly based on a client application the 
user is executing (e.g. the web browser used to view the page).) (Page 1 ). 
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It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include the user-context-dependent search query 
is further based on a client application a user is executing with the motivation of 
identifying and accessing documents of interest to the user (Mathur, Abstract). 

As per Claims 79, Musgrove fails to disclose the user-context-dependent search 
query is further based on a file upon which a user is performing an operation. 

Mathur discloses the user-context-dependent search query is further based on a 
file upon which a user is performing an operation. 

(i.e. "Some search engines also perform searches implicitly without receiving specific user input 
based on the contents of documents (e.g., web pages) viewed by the user. These search engines use 
the contents of the document being browsed/viewed by the user as a search query which is 
communicated from the user computer to the search engine server. Based on the contents of the 
document being viewed by the user and based upon index information used by the search engine, the 
search engine identifies documents of interest to the user. Information related to the documents identified 
by the search engine is then communicated to the user system. The information may then be presented 
to the user via a pop-up screen which appears on an output device of the user's computer system. For 
example, in a Web environment, a window may appear on the user's display device listing URLs 
corresponding to documents identified by the search engine to be of interest to the user based on the 
contents of the documents presently viewed by the user." The preceding text excerpt clearly indicates that 
the context dependent search query is based on the web page (e.g. html file) which the user is browsing 
(e.g. has performed the action of opening).) (Page 1). 

It would have been obvious to one skilled in the art to modify the teachings of 
Tripp with the teachings of Mathur to include the user-context-dependent search query 
is further based on a file upon which a user is performing an operation with the 
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motivation of identifying and accessing documents of interest to the user (Mathur, 
Abstract). 



As per Claims 80-82, the limitations of an action of the plurality of user actions is 
opening a file, an action of the plurality of user actions is printing a file, and an action of 
the plurality of user actions is sending an email message are considered to be non- 
functional descriptive material and are given no patentable weight as the nature of the 
user action has no effect on how the implicit search query is built, only it's subject 
matter. 

From the MPEP: 

If the difference between the prior art and the claimed invention is limited to descriptive material 
stored on or employed by a machine, Office personnel must determine whether the descriptive 
material is functional descriptive material or nonfunctional descriptive material, as described 
supra in paragraphs IV. B. 1(a) and IV. B.1(b). Functional descriptive material is a limitation in the 
claim and must be considered and addressed in assessing patentability under 35 U.S.C. 103. 
Thus, a rejection of the claim as a whole under 35 U.S.C. 103 is inappropriate unless the 
functional descriptive material would have been suggested by the prior art. In re Dembiczak, 
175 F.3d 994, 1000, 50 USPQ2d 1614, 1618 (Fed. Cir. 1999). Nonfunctional descriptive material 
cannot render nonobvious an invention that would have otherwise been obvious. In re Ngai, 
**>367 F.3d 1336, 1339, 70 USPQ2d 1862, 1864 (Fed. Cir. 2004) (combining printed instructions 
and an old product into a kit will not render the claimed invention nonobvious even if the 
instructions detail a new use for the product).< Cf. In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983) (when descriptive material is not functionally related to the substrate, 
the descriptive material will not distinguish the invention from the prior art in terms of 
patentability). Common situations involving nonfunctional descriptive material are: - a computer- 
readable storage medium that differs from the prior art solely with respect to nonfunctional 
descriptive material, such as music or a literary work, encoded on the medium, - a computer that 
differs from the prior art solely with respect to nonfunctional descriptive material that cannot alter 
how the machine functions (i.e., the descriptive material does not reconfigure the computer), or - 
a process that differs from the prior art only with respect to nonfunctional descriptive material that 
cannot alter how the process steps are to be performed to achieve the utility of the invention. 
Thus, if the prior art suggests storing a song on a disk, merely choosing a particular song to store 
on the disk would be presumed to be well within the level of ordinary skill in the art at the time the 
invention was made. The difference between the prior art and the claimed invention is simply a 
rearrangement of nonfunctional descriptive material. 
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